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DETAILED ACTION 
Amendment 

1. Acknowledgment is made of Preliminary Amendments filed March 25, 2004 and 
December 10, 2004. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

3. Claims 21-28 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 6,739,506. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
present claimed invention is a broader recitation of patent '506. For example, in claim 1 of the 



present invention and claim 1 of patent '506, the applicant claims: 
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"A method comprising steps of: providing an authorized user of a credit card issued by a 
service provider;" whereas in the patent '506, the applicant claims "A method comprising steps 
of: providing an authorized user of a credit card issued by a service provider;" (col. 9, lines 44- 
46) 

"the authorized user incurring debt on the credit card;" whereas in the patent '506, the 
applicant claims "the authorized user incurring debt on the credit card;" (col. 9, line 59) and 

"for a predetermined amount of debt incurred by the authorized user on the credit card, 
the service provider submitting an entry into a sweepstakes on behalf of the authorized user." 
whereas in the patent '506, the applicant claims "for a predetermined amount of debt incurred by 
the authorized user on the credit card, the service provider submitting an entry into a sweepstakes 
on behalf of the authorized user." (col. 9, lines 60-63) 

Thus, as discussed above, it would have been obvious to an artisan of ordinary skill in the 
art at the time the invention was made to use the teachings of patent '506 as a guideline teachings 
for a method comprising the steps as set forth in the claimed invention. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

5. Claims 21-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Yan et al. (US 
2002/01521 16; hereinafter "Yan"). 
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Re claim 21 : Yan teaches a method comprising steps of: 

providing an authorized user of a credit card issued by a service provider (". . .provide an 
authorized card holder of a credit card" paragraph 31, lines 1-3); 

the authorized user incurring debt on the credit card (". . .provide an authorized card 
holder of a credit card, who incurs debts on or with the card. .." paragraph 31, lines 1-6); and 

for a predetermined amount of debt incurred by the authorized user on the credit card, the 
service provider submitting an entry into a sweepstakes on behalf of the authorized user 
(".. .provide an authorized card holder of a credit card, who incurs debts on or with the card, with 
an award (i.e. dynamically generated rebate, fixed rebate) that itself represents an opportunity, on 
the basis of the debts incurred with the credit card . . . The second mode comprises awarding a 
deep sweepstake rebate wherein a transaction or an account is dynamically selected for a fixed 
discount percent as designated by the sponsoring card issuer. . ." paragraphs 3 1 and 30-32). 

Re claim 22: Yan teaches the method further comprising conducting a drawing from 
entries of the sweepstakes, wherein the entry of the authorized user is one of the entries 
(paragraph 7). 

Claim Rejections - 35 USC §103 
6. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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7. Claims 23 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yan in 
view of Shurling et al. (US 6,009,415; hereinafter "Shurling"). The teachings of Yan have been 
discussed above. 

Yan fails to teach the steps of providing an authorized user of a credit card issued by a 
service provider; the authorized user referring a first/new customer to the service provider for 
credit card services; the first/new customer submitting/enrolling an application for credit card 
services to the service provider; the service provider receiving, processing and approving the 
application and issuing a credit card to the first customer establishing a first referred authorized 
user of a credit card; and in consideration therefore to the authorized user the service provider 
issuing valuable consideration to the authorized user. 

Shurling teaches a method comprising steps of: 

providing an authorized user (24 in fig. 1) of a credit card issued by a service provider 
(col. 1, lines 6-27; col. 4, lines 20-42); 

the authorized user referring a first/new customer to the service provider for credit card 
services (col. 1, lines 6-27; col. 4, lines 20-42); 

the first/new customer submitting/enrolling an application for credit card services to the 
service provider (col. 7, lines 48-65); 

the service provider receiving, processing and approving the application and issuing a 
credit card to the first customer establishing a first referred authorized user of a credit card; and 
in consideration therefore to the authorized user the service provider issuing valuable 
consideration (i.e., Incentive Rewards) to the authorized user (abstract; col. 2, line 46 through 
col. 3, line 11; col. 4, lines 6-20). 
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It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the steps of referring new customer to the service provider as 
taught by Shurling to the teachings of Yan in order to apply/grant the sweepstake incentives (i.e., 
entering sweepstake entry) to the referring customer encouraging customer to refer new 
customer(s) to increase the chance to win. 

8. Claims 24 and 26-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yan 
as modified by Shurling as applied to claim 23 above, and further in view of Selgas et al. (US 
6,571,290; hereinafter "Selgas"). The teachings of Yan as modified by Shurling have been 
discussed above. 

Although, Shurling teaches the step of the first/new customer submitting an application 
for credit card services to the service provider (col. 7, lines 48-65); and other customers which a 
specific customer may refer to the bank (col. 11, lines 41-45); Yan as modified by Shurling fails 
to teach or fairly suggest the first customer designating the authorized user as a referring party. 

Selgas teaches the step of the user 110 enters registration information about the user 110 
and Referral Information if available (col. 15, lines 58-65), which serves as the first customer 
designating the authorized user as a referring party. 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the first customer designating the authorized user as a 
referring party as taught by Selgas to the teachings of Yan as modified by Shurling in order to 
provide a useful option for the new user to designate the referring party. Such modification 
would have been an obvious expedient to an artisan of ordinary skill in the art in order to provide 
a way for new user to designate the referring party. 



Application/Control Number: 10/809,015 
Art Unit: 2876 



Page 7 



Conclusion 



Examiner's note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. Although the 
specified citations are representative of the teachings of the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested from the applicant in preparing responses, to fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly D. Nguyen whose telephone number is 571-272-2402. 
The examiner can normally be reached on Monday-Friday 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on 571-272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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